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Jemie B.V. II v. Kikar Golomb Ltd. 

IL-DRP Panel Decision 

 

1. The Parties 

The Complainant is Jemie B.V, member of the Canna Group, from Netherlands, 

represented by Mr.Eran Presenti, Adv of M. Firon & Co. Law Offices 

The Respondent is Kikar Golomb Ltd., represented by Ariel Dubinsky, Adv of Ariel 

Dubinsky Law Office. 

2. The Domain Name and Registrar 

The disputed domain name <canna.co.il> is registered with Interspace Ltd.  

3. Procedural History 

The Complaint was filed with ISOC-IL on September 7, 2016. The Complaint was 

transmitted to the Israeli Dispute Resolution Panel of ISOC-IL ("IL-DRP") under the 

IL-DRP Rules ("Rules"). 

On September 14, 2016 the IL-DRP appointed Jonathan Agmon as the sole panelist. 

In accordance with the Rules, on September 22, 2016, the Panel transmitted to the 

Respondent by e-mail a copy of the Complaint and attached materials, providing the 

Respondent 15 days to respond to the Complaint.  

On October 5, 2016, the Respondent Requested an extension to file its Response, the 

Complaint's has given its approval for the request, and the Panel has extended the 

respond time to October 30, 2016. 

 On October 25, 2016, the Respondent has filed it Response to the Complaint. 

4. Factual Background 

The disputed domain name <canna.co.il> was created on September 15, 2013. 
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The Complainant is a producer of nutrients and growing mediums for the cultivation of 

fast growing plants. Founded in the early 1990s. The Complainant has started to use its 

CANNA trademark as early as 1993. 

The Complainant is the owner of numerous trademark registrations for the mark 

CANNA worldwide (“the Mark”). For example: Israeli trademark registration No. 

142312 – Canna logo, with the registration date of September 9, 2000; Community 

trademark registration No. 010748242 – CANNA, with the registration date of August 3, 

2012, and more. 

The Complainant is the owner of the <canna.com> domain name, which consists its mark 

CANNA and also uses <canna.cl>, <canna.fr>, <canna.hu> and other domain names. 

The Respondent, Kikar Golomb Ltd. is limited liability corporation, controlled by Mr. 

Tedi Raviv (collectively hereinafter: ”the Respondent”). The Respondent registered the 

disputed domain name for the use of his brother - Yair Raviv, for the operation of a 

non-profit organization – the Israeli Association for Responsible Cannabis, which was 

established to bring about a policy change towards the consumption and growing of 

Cannabis for self-use (hereinafter: “the Association”). 

The disputed domain name is operated by the Association, offering free information and 

guides for growing Cannabis.  

5. Parties’ Contentions 

A. Complainant 

The Complainant argues that the disputed domain name is confusingly similar to the 

Mark and to the Complainant's registered company name. 

The Complainant further argues that the disputed domain name comprises the 

Complainant's famous CANNA trademark in its entirety, and that the addition of the 

suffix "co.il" is insufficient to overcome the confusing similarity of the dominant part of 

the disputed domain name. 

The Complainant further argues that the Respondent name is Mr. Tedi Meir Raviv and 

that the disputed domain name is not connected or is used by him or his company - Kikar 

Golomb Ltd. 

The Complainant argues that the Respondent has no rights or legitimate internets in the 

disputed domain name. 

The Complainant further argues that the Respondent has registered the domain name to 

intercept consumers searching for the CANNA trademark and/or the Complainant’s 

products and services, and has been using the disputed domain name solely to redirect 
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consumers to its own commercial website that competes with CANNA. 

The Complainant further argues that the name CANNA has no particular meaning and it 

is not a generic expression, it was picked by the Complainant because of the 

Complainant’s special products, and that there is no other company that sells products by 

this name and therefore the mark CANA is a highly distinctive mark of the Complainant. 

The Complainant further argues that the Respondent is not using, and has not used, the 

disputed domain name in connection with or in a bona fide manner. 

The Complainant further contends that the Respondent is using the disputed domain 

name to direct Internet users and consumers seeking the Complainant’s products, 

services and/or Grow Guide services to the Respondent's website offering services for 

growing Cannabis. 

The Complainant further argues that the Respondent registered and used the disputed 

domain name is bad faith. 

The Complainant further argues that the Respondent registered the disputed domain 

name with full knowledge of the Complainant's CANNA trademark. 

For all of the above reasons, the Complainant requests the transfer of the disputed 

domain name to the Respondent. 

B. Respondent 

The Respondent argues that the Complainant has failed to meet the necessary burden of 

proof for its alleged, and denied, claims made in the Complaint. 

The Respondent further argues that the Complainant arguments are unfounded and have 

not been supported by evidence. 

The Respondent further argues that it has purchased the disputed domain name in good 

faith on September 15, 2013, without any prior knowledge of the Complainant's 

trademark, of which he learned upon receipt of the Complainant’s first demand letter of 

July 4, 2016. 

The Respondent argues that the current holder of the disputed domain name is a company 

controlled by Mr. Meir Raviv whose brother is Mr. Yair Raviv and that Mr. Yair Raviv 

together with Mr. Peleg Festig operate a web site under the disputed domain name for the 

Association since 2014. 

The Respondent further argues it has never offered any products or services for sale on 

that disputed domain name's website.   
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The Respondent further argues that it has never intended to enjoy any of the 

Complainant's reputation, and that the Association is a non-profit organization that does 

not offer any goods or services for sale on its website under the disputed domain name. 

The Respondent further argues that disputed domain name was chosen since it is a very 

commonly used prefix of CANNABIS. 

The Respondent further argues that the Complainant owns a logo mark and there is no 

confusing similarity with the disputed domain name. The Respondent argues that the 

Complainant's trademark covers a different class of goods than the class of goods or 

services used in the website operated by the Respondent under the disputed domain 

name. 

The Respondent denies that it has registered or used the disputed domain name in bad 

faith. 

For all of the above, the Respondent requests to dismiss the Complaint.  

6. Discussion and Findings 

The IL-DRP is an alternative dispute resolution procedure intended to provide expedited 

resolution to disputes regarding the allocation of domain names under the .IL ccTLD in 

accordance with the Rules. The Respondent submitted to this process and Rules when he 

applied for and registered the disputed domain name with Interspace Ltd. registration 

agreement provides that the applicant for the domain name accepts the ISOC-IL 

registration rules (see http://www.internic.co.il/הסכם-רישום-דומיין). 

The ISOC-IL registration rules provide that "the [domain name] holder agrees to the 

jurisdiction of the IL-DRP." (See section 12.3). The Respondent, therefore, by applying 

for and registering the disputed domain name agreed to the IL-DRP and the Rules. 

It is also noted that the Rules now adopted by ISOC-IL follow closely those of the 

Uniform Dispute Resolution Policy (UDRP) and therefore the WIPO Arbitration and 

Mediation Center case law (and others interpreting the UDRP) can be used as examples 

of how previous panels have adopted and interpreted provisions similar to the Rules and 

UDRP. 

The Rules provide that disputes regarding the allocation of a domain name by a Holder 

may be brought by a Complainant on the following grounds:  

3.1. the disputed domain name is the same or confusingly similar to a trademark, trade 

name, registered company name or legal entity registration ("Name") of the 

Complainant; and  

http://www.internic.co.il/הסכם-רישום-דומיין
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3.2. the Complainant has rights in the Name; and   

3.3. the holder has no rights in the Name; and  

3.4. the application for allocation of the disputed domain name was made or the disputed 

domain name was used in bad faith.  

For the purpose of ease, when applicable, Rule 3.1 shall be called the first element, Rules 

3.2 and 3.3 shall be called the second element and Rule 3.4 shall be called the third 

element. It is up to the Complainant to show all three elements. 

 A.  Same or Confusingly Similar 

It is up to the Complainant to show that the disputed domain name is the same or 

confusingly similar to a trademark, trade name, registered company name or legal entity 

registration of the complainant. 

The Complainant is the owner of numerous trademark registrations, which consist of the 

Mark. For example: Israeli trademark registration No. 142312 – Canna logo, with the 

registration date of September 9, 2000; Community trademark registration No. 

010748242 – CANNA, with the registration date of August 3, 2012, and more. 

The Respondent contends that the only relevant trademark that can be compared with the 

disputed domain name is the single registration that the Complainant holds for the Mark 

in Israel. The Panel does not agree. The Rules do not specify which or what type of 

trademark(s) the Complainant may bring in support of the first element. The Rules do not 

limit the use of trademarks to Israeli trademarks. To the contrary, the Rules allow the 

Complainant to use “trade name, registered company name or legal entity registration” to 

prove the first element. 

Thus, while a registered trademark in Israel bolsters the position of the Complainant, it is 

up to each panel to consider and weigh all the evidence before it when considering 

whether the Complainant was able to establish that the “disputed domain name is the 

same or confusingly similar to a trademark, trade name, registered company name or 

legal entity registration […] of the Complainant.” 

This and more, the Complainant’s registered trademark in Israel clearly shows the word 

CANNA, even though the registration is for a logo device. Previous panels have 

established that since a domain name can in no way (at present) include a design element 

the use of registrations comprising a logo device is sufficient so long as the word element 

is sufficiently clear and a dominant part of the trademark (See Mentor ADI Recruitment 

Ltd (trading as Mentor Group) v. Teaching Driving Ltd, WIPO Case No. D2003-0654). 

Thus, even if an Israeli Trademark was required by the Rules, and the Panel’s view is that 

they do not, it is the finding of the Panel that the Complainant is the owner of an Israeli 

trademark registration for the Mark, in which the word element CANNA is a clear and 

dominant part. 
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The Respondent also argued that the goods covered by the Complainant’s trademark in 

class 1 differ from the use made by the Association in the website under the disputed 

domain name. Distilled, this argument states that the Complainant’s trademark and the 

disputed domain name are not confusingly similar. The Panel disagrees. Previous UDRP 

Panels and even U.S. courts have addressed the standard for showing what is confusingly 

similar under policies similar to the IL-DRP and the UDRP. One such U.S. court stated 

that the standards to be applied are distinguished from the standard of "likelihood of 

confusion" in trademark law. This court held that the "confusingly similar" language 

only requires a comparison between the trademark and the disputed domain name itself 

(See Northern Light Technology, Inc. v. Northern Lights Club, et al., 97 F.Supp. 2d 

96,115-118 (D. MA 2000), affirmed 236 F. 3d 57 (1st Cir. 2001)). UDRP Panels have 

followed the same logic and have not required an analysis of the list of goods or services 

covered by the trademark with the line of business pursued in the website under the 

disputed domain name since “[t]o equate "confusingly similar" with "likelihood of 

confusion" would undermine the goal of the statute of stopping individuals who use 

domain names that approximate distinctive marks, but who do not actively use the 

domain names other than to make them available for sale.” (VeriSign, Inc. v. Michael 

Brook, WIPO Case No. D2000-1139) 

Thus, the disputed domain name <canna.co.il> comprises the Complainant's clear and 

dominant word element of the Mark in its entirety together with the suffix ".co.il". 

The suffix ".co.il" is ignored for the purpose of determination of the similarity between 

the disputed domain name since it is a common suffix showing that the domain name is 

part of the .il domain and associated with commercial activities (.co suffix). 

Previous IL-DRP and UDRP panels have ruled that the mere addition of a 

non-significant element does not sufficiently differentiate the domain name from the 

registered trademark: “The incorporation of a trademark in its entirety is sufficient to 

establish that a domain name is identical or confusingly similar to the Complainant’s 

registered mark” (See Britannia Building Society v. Britannia Fraud Prevention, WIPO 

Case No. D2001-0505). 

It is therefore, the finding of the Panel that the Complainant has proved that the disputed 

domain name is confusingly similar to a trademark owned by the Complainant. 

B.  Rights in the Name 

Next, it is up to the Complainant to show that the Complainant has rights in the CANNA 

trademark, and that the Respondent has no rights in the CANNA trademark. 
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The Panel finds that the Complainant showed sufficient evidence showing it has rights in 

the CANNA trademark. Such evidence is clear from the trademark registrations that the 

Complainant has attached as evidence to the Complaint. 

It is also up to the Complainant to show that the Respondent has no rights in the disputed 

domain name (Name). The Complainant has provided that it has not approved or 

permitted for the Respondent to use its Mark. 

While the Complainant bears the "general burden of proof" under Rule 3.3, this burden 

shifts to the Respondent once the Complainant makes a prima facie showing that the 

Respondent lacks rights or legitimate interests. (See: Neusiedler Aktiengesellschaft v. 

Kulkarni, WIPO Case No. D2000-1769; see also Dow Jones & Company and Dow Jones 

LP v. The Hephzibah Intro-Net Project Limited, WIPO Case No. D2000-0704.) 

In the present case, the Complainant alleged that the Respondent has no rights or 

legitimate interests in respect of the disputed domain name. In support of the 

Respondent’s case the Complainant attached to the Complaint several pages from the 

website under the disputed domain name (Annex C). 

The Respondent has submitted evidence showing the it is connected with the Association 

making use of the disputed domain name under a website dedicated to the legalization of 

Cannabis and that it has registered the disputed domain name for the Association use, 

which is operated by the Respondent's brother’s Association. 

The Respondent has also provided evidence to show its legitimate interests in the 

disputed domain name. (See Respondent’s Exhibits 4, 6, 8A, 8B, 9, 10, 11, 12, 13A, 13B, 

13C, 14A, 14B, 14C) This evidence shows in detail that the Association is making a bona 

fide use of the disputed domain name. The evidence shows that the Association has been 

using the disputed domain name to further what it considers a public goal – the 

legalization of Cannabis. The evidence does not indicate that the disputed domain name, 

as used is associated in any way with the Complainant or its products. Any relation to 

fertilizers is done as an ancillary mention which is part of the dissemination of 

information about how to grow Cannabis distributed by the Association through its 

online website under the disputed domain name. 

Thus, the Panel finds that the Respondent has rebutted the Complainant’s prima facie 

case. 

Accordingly, the Panel finds that the Respondent has rights or legitimate interests in 

respect of the disputed domain name. 

C.  Application and Use in Bad Faith  

Having decided that the Respondent has a legitimate interest, the Complainant's 

Complaint must be refused and it is not necessary to proceed to consider whether the 

disputed domain name has been registered or is being used in bad faith. Nevertheless, the 

Panel will proceed the examination under the third element. 
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It is up to the Complainant to show that the Respondent applied for registration of the 

disputed domain name or the disputed domain name was used in bad faith. 

WIPO Panels, relying on Rule 4.1 of the UDRP Rules, often rule that the bad faith clause 

provides a non-exclusive list of circumstances which can be helpful in showing that the 

Respondent acted in bad faith when he or she applied for or used the disputed domain 

name: 

"For the purposes of [Paragraph 3.4 above], the following circumstances, in particular 

but without limitation, if found to be present, shall be evidence of the allocation or use of 

a domain name in bad faith: 

a. the Holder continues to hold the domain name during or after termination of 

employment or work for hire contract where the domain name allegedly should have 

been allocated to the employing/contracting party; or 

b. the Holder has requested allocation of the domain name primarily for the purpose of 

disrupting the business of a competitor; or circumstances indicating that the Holder 

has requested allocation or holds the Domain Name primarily for the purpose of 

selling, renting, or otherwise transferring the Domain Name allocation to the 

complainant who is the owner of the trademark or service mark or to a competitor of 

that Complainant, for valuable consideration in excess of documented out-of-pocket 

costs directly related to the domain name; or 

c. the Holder has requested allocation of the domain name in order to prevent the owner 

of the trademark or service mark from reflecting the mark in a corresponding domain 

name, provided that there is evidence of having engaged in a pattern of such 

conduct; or 

d. by using the domain name, the Holder has intentionally attempted to attract, for 

commercial gain, Internet users to its web site or other on-line location, by creating a 

likelihood of confusion with the Complainant's Name as to the source, sponsorship, 

affiliation, or endorsement of its web site or location or of a product or service on its 

web site or location". 

Rule 4.1(b) provides that this Panel can find that the Respondent acted in bad faith if 

there are circumstances showing that the Respondent requested the allocation of the 

disputed domain name primarily for the purpose of disrupting the business of a 

competitor; or circumstances indicating that the Respondent requested allocation or 

holds the disputed domain name primarily for the purpose of selling, renting, or 

otherwise transferring the disputed domain name allocation to the Complainant, who is 

the owner of the trademark or the service mark, or to a competitor of the Complainant, 

for valuable consideration in excess of documented out-of-pocket costs directly related 

to the domain name. 
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Rule 4.1(d) provides that this Panel can find that the Respondent acted in bad faith if 

there are circumstances showing that the Respondent has intentionally attempted to 

attract, for commercial gain, Internet users to its web site or other on-line location, by 

creating a likelihood of confusion with the Complainant's Mark as to the source, 

sponsorship, affiliation, or endorsement of its web site or location or of a product or 

service on its web site or location. 

The Complainant’s Mark is registered in Israel since the year 2000. The Respondent 

registered the disputed domain name after the Complainant registered its Mark. In certain 

circumstances, it can be suggestive of the Respondent’s bad faith when the trademark of 

the Complainant was registered before the allocation of the disputed domain name (See 

Sanofi-Aventis v. Abigail Wallace, WIPO Case No. D2009-0735 

However, beyond allegations, and copies of web pages from the Respondent’s website 

under the disputed domain name, the Complainant did not provide evidence to establish 

that the Respondent had registered or is using the disputed domain name in bad faith, as 

required in Rule 4.1(b) and 4.1(d). The web pages provided under Annex C do not show 

bad faith registration or use of the disputed domain name. 

The fact that an entity uses a domain name that is similar to a registered trademark does 

not by itself constitute registration or use in bad faith. It is up to the Complainant to show 

the Respondent's bad faith registration or use. The Complainant failed to provide 

evidence to support its claims of bad faith registration or use. 

To meet that burden required by Rules, the Complainant must ordinarily demonstrate 

(not simply allege) that the Respondent had knowledge of Complainant's mark and 

selected the disputed domain name to take advantage of it. (See Michelman, Inc v. 

Internet Design, supra; see also Align Technology, Inc v. Web Reg/ Rarenames/ 

Aligntechnology.Com, WIPO Case No. D2008-0103.) While constructive notice of 

trademark rights has been accepted by some UDRP panels, such notice has been 

recognized when other indicia of cybersquatting existed and more often when the 

trademark at issue is well-known. (See Kellwood Company v. Onesies Corporation, 

WIPO Case No. D2008-1172.) In the present case, the Complainant provided no 

evidence from which the Panel might infer some indicia of cybersquatting on behalf of 

the Respondent. (See also Aspenwood Dental Associates, Inc. v. Thomas Wade, WIPO 

Case No. D2009-0675). Therefore, considering that no evidence was submitted to 

demonstrate the Respondent was aware of the Complainant when it registered the 

disputed domain name, and there was no evidence provided to show other indicia of bad 

faith, the Panel finds that the Respondent did not register the disputed domain name in 

bad faith. 

Furthermore, the Panel also notes that the evidence does not show any use of the disputed 

domain name making a connection between the Respondent and the Complainant or its 

products. The website under the disputed domain name offers content relating to the 

legalization of Cannabis in Israel. It does not proffer goods or services related with the 
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Complainant and any reference made to fertilizers is done in ancillary manner and only in 

order to explain how to grow Cannabis. 

The Panel finds, that under these circumstances, the Complainant did not provide proof 

the Respondent is using the disputed domain name in bad faith. In the view of the Panel, 

considering the evidence before him, the Respondent has not acted in bad faith under the 

IL-DRP or the Rules. 

To conclude, it is the finding of the Panel that the Complainant did not meet the burden of 

proof showing that the Respondent registered or is using the disputed domain name in 

bad faith in accordance with Rule 3.4. 

7. Decision 

For all the foregoing reasons, the Complaint is denied. 

 

 

Jonathan Agmon 

Sole Panelist 

Date: November 14, 2016. 


